FF)EH

o -J
FTE I S
— A 4 " W\ 7

o © ijjl.. Jﬁiﬂ

it

JUNHE

2019410 A9 H

*Ja] AR

(EHEERHRE) BB ARIT AR

2019 7E 9 H 24 H, EZENRBUR KAT T “K
T (LFIEERM) MdE” (ERMRF
J%E 328 S AT (LURTEAR “2019 BBH ™,
X (ERHERRE) (LURER (HEfRME) 1E
&M, H 2019 4 11 A 1 HHifT.

S A 50 7 [ 2 R AL ) 1 ) A
BRI ESR, BT (HEdERR) B AE
R I AT 4L
Kiﬂ%ﬁ?ﬁxﬁta\ﬂﬁ‘ﬁﬁlﬁﬁLJTJM\%%, FExHE
A BEXS S 55 7 AL KR BEAT R B

— BiEE T 2 REERNER &M

X HE T3 R G B AR 2 R EE AT (LA
NIRRT R, BT CHATERE) IR
B IR O R S IR AL, S8R Ik
] = A TN E AR . itk 2019 A& Sk B -
B VR 43 52 WU 1A 36 A8 I 8] 87 224 DAAF7E B — T BB
(5> SZHIE N, SUARLLZ S ZHIEN
TR AT B I

XIS IEA T IAT (H AR PR AE B
1“7 IR, B, REE—ANEREER
E—r Wil CEMAR BRI Rt
B 1 B 2 A LI e P ek s Ay @ a1 (LR AT RR
“BA—PRERFEIB AT, LT RELEZILAE /> REHAT—
TR RERABSIRA F . INIE 2019 &
SRR AR S, T N A AR B — P R
ME— T ZRHEERNA R ZRIRTHRSTE

AN B AR AT R A

B, (ESCERH, X T —2e LR (B g
25 R RS D, HHIE A ] Re Ay B0 H
L P B R AT B A I TR] M LR B 2588 7 ZEHAF )
Wle. 18 2019 B ER e Ja, ZEKH [ HLOR B
TE'“?‘E PRGN S R . s AT DL
B I AT AT AV AR B — 1 ) R 2 D — ANy R
W, VORISR —EERREE A, HEER s —VEsE
T I 1) 43 52 RS 45 ZR TR F A R SRS $R A0 T 22
()5 A T8 A B — PEER B I A R RIAE |k
i H
A1, 2019 B MG BHAA 143 %8 FRE I HTE A
RINE PR T B HE B S A X N R R HAR L,
S EHIE R ZHRE N HIEN, P55
53 5 HE B IR 28 WA IS HL P B T 0 B R HR
EANAE, %5 2 HE B IR ZE B R AR
Bz Mo EHIE R ZHER KN, R
A %5 R HE B R4 S RS I T T
(1) R IR R BN B AR R 23 1 0 o

BEXZIEs, MR R HPENE B E
I NI N — 20, I ELAE 7> 58 AR A el H
P 3 T 1) H T 2 BEAT RO NS T s F A AN
RITEOLT, MR R AR DL IR A 7> RN A I
HL, - DAIEE G 22 RS FRAE N AR T
= FIAFERHEERE, M ERE

X FEUT (&R, 2019 BXhar—14
SeRAEGIN T IEIRH AR, O B A E A



RAP AR AL T 2 ik . Bk, 2019 20k
R IR H A R E BT

1) WEREERLRRE: KWL RS
BitE A

2) IRHIERMINFE: 754K LA LT H
BRSSP BT B A R B

3) FEIRMFR: HIEIEH A RAMAELERZH
A2 1A 2 8 3 4.

4)  SRRJEWRJE RIALEE: AHOC HRER N 1
i,

5) BISMEM: WER, LR LIEER
HIPRR Jm g £ I SEIR Hi A, R Bl AR

AR oA R SIS 45 T B B SR HEIR
AL, B ARAT S 2 (K [A) R 5 18 L i
ORI S AR S AE R % L R BT LA A T 4R
LM R HEE . RS, E A LUk
RIEIRH & 5 SRS G, DUARIFER AT REK
(1 A ] 92 Bl P £ B B2 H 7 0 5 FR IS (I WL 2 A S 2
AN [ ) 4 85 SRS 1) Do

FESRPEAEIR B AR T RN, 2019 B IL R
FEHUT (LRt EE B ML) 2P T3
i1 (B PRTLMIEHENME, Y
A DASR R A S o B SR N L RIS Bl A S
BRSNS s JF HAUEAE R — B AR H X A
IR 5 ] 6 3 B HR 47 S T B M SRRl R W
A, X H AR LR B — B A TIUEH &,
SRR bvigl
=, 8 T Y RERA P A m R SR T

FIEER

2019 B ELE (diETRR) T L ETEH]
JUFE (GUD B i AN B AR S E #EAT 1
FiEE, K5 GUI BIAMILBLTHAR R I A 2 45 I S8 1
TN EE—E 0 88 =558 4.4 1, IR 7 kT
GUI AN BT R AR I EOR, B2 LU =4
T3 1 :

1) FERAARR: BORPMAIRN R BIER GUI

10 2 PSR AN EL i L B0 77 i T AN S T 455 A

B A AR fh AR

2) BERER: BRTHSIT (HATRE) B
B 4.2 IR T AN R R A
RZAb, B R GUI Y= fh AL BT (1B R 3d
AR LR ER: 0 TR E AAE T GUI Y,
372 DR AT IR AL S 1% GUI B 7R B % 1T
MR IEBGEAL I 25 5 2R R R oR GUI fE iR
PR ALBEM SRR, R
GUI I R T i — il IR 35050 e 467 b AL A 5
GUI NEIEEZEM, MEDRZ AIREN
GUI Frif i IE B AL AL, oIk
BUHEAZ GUI KA KA A E AR AIRES
B X REREE R 1 GUILL B GUI IALIA
A, BN A R 2 RR B B
K

3) MIEME: SUFEULH GUI MHE, FH5r
LR R AR L. AR 7 GUI
1 5 7R BB TR A IE RS B, B2 55 26 %
GUI 7 Bf 5 TR AT I FH PR B 24 72 o 00 LAY
LA GUI 7577 i IR IX 38 AHLAE B BA S A8 4k
TR,

BB TR & GUL AN BT A
I HRZOR, DR 1 Z R L 2R,
I eV R AR A ER I 552 GUIL o BE
e TR BT . FH FA) e 2677 i T3 Ji& GUIL R DR VS

V0. B T 5HERBTERFAFHE T Xt
FEL T DT 42 ) PR 1

N T B A D1 O NAVAIE R, 2019 12
R B 2T RIS, JFIRE T BT (A
BRED) XA HE PR o

TERAT NG, 2019 1Bk Mig 7 84T (8
B HRTBEASEREA &M, BAFEZER
HIE N ZITE 3 — IR B @k Rk 5, JF HAE
EEFEREIMFEN S G SIEER, %
SR L), A BRI N AT DAAE SR R 2 AT
[ BoR L 2 HE LT BB R . ok, IR IR T 2847
SHE BRI, RO TR ) TR R
BEERfE, (H R 5% T A R AR S RS T
“SE PR BIETIRSE, WHRILDAERIE
o MREINEH RN,



XHFRARTT R AR LA L A FiE R, 5
& RO HE AN SE At T D7 s s R L
BRI R 2o X —J7 AR T A e A
KW R ES A HARETRLE, 55— I m A A
ERGAE PN AR dAPa Y E P A IR S TR
SE o LR IR HA S N RT LA REAE S5 2 1) 5
P BUde B IRR,  DUINIE AR

FEHTERF IR 5T, 2019 BEER HITIT IR S &
WEIEA, TOE 7RI A, AR T ek
ORI HAN 2 51 8 DR A 205 T ) SR B B
IR, T en] DAREAR BRI SR AR, HiE
SCAF A AE R ) S AT FRLTE I8, ROR R
o B AR . 2019 BXRRILHHE TSI B
TR AR RV E T 3, TN S ARt
T EZHVIEEE.

EFEEERRE, N TESHE RSB
R THE TP RIE KBS, BE A/ Z4R IR
FHSCrF, BrARZE SR S & G RIS S e
.

Ti. AEUARFEERER2BFABEXTHFY
BRI T A BB K H1E

2019 M TARE AN FERE A FH N SR AR TR T 40 7
(IAR SR I B AEHERRAE W AR ARV 2 5, W
Xt CRIRIARGEAN R T RIRR 14 RUARIASE
JRRR 73 B A SRECT- 4R 7 ARG R i, AN
RELL “iBfepb AR B B4R T LRI, X
BWE, £ 2019 BN A, 5 ARERT
AR BARAT AL A FE AT AT RESRAS AL, X0
T ORI EV R 25 AL T AR B BAT BB

7N~ BIRERNEYEIEF, BRBCRM L RA R
HATREIR BN, FIREI AR HRIE R & AL
ERHEE

2019 12 Sche IR, FETFRBIEVERS, fEARTEA
W5 56 B SCAF R DX AIE T R 12 31 1 350 AR S8R
SE R W SEBR R EOR N, 2 RCR 2 “FE
ERFBSHIRB S et BRI HARZCR, AR
2 DXARF AL P BE TE B AR AT HAB B ARRR . 3 5h,
BRI R XTIy LA LSO AAAEAT
HAF R R RIBORRHE, SR AR 2% 8 PR oA Ry

TEFIEATT 22 ) 1R 9% AR 7 B2 R AR AP (1) % B v s 3
AR R, S2br b, ERIEN & fE s 45 i 1E
BRI, BantE B KRR &R S 5 2 2 AE
3 133119 5 & 6 thoE th RIS 1z R ) G
RV R 2017 FEEREFH LB KREMHFZ—,
FIT 5 R A4 R g — i 1 27 57 T U e P LA
T O i R HL 1) 6546, 1 50 201310113848.0).
ZAG ORI R U & A S

iteAh, 2019 B CARIE BIH, o A Wb A HE
R e B H T B T LAIEY, 35 B A 8 &
PG AR RS I W, H 8 RN E S RE
SEUEAR R (IEYE 3 LAIE W] sl DI ER s 10 24 4 6
AU 22 SR v X 3 A ) 38 ) 88 R A s TR A B AR
RFEAE A R RIS, 38 B4R RS T DAE
Bl ZAEHORTE 1A A R A ER RS .

G BEREFFERAEAS MNMEBAGHREER
K& &7

2019 TR 1T 22T R 15| P R4
SO ORI B B SR B AT
BT, DL, (BB EMOUR,
RNITHEt 2 UL &7, (U B
A4 £ KR RITH. 755, RIS A
O TN L2 W 11 o SR R AP 7 4L
47 R PSR 207 R T LA L,
BHSHOT R B FIERSE S IR I (84655
AR, R A SRS TR AT 40
IEHE 3 AT REIENR L 257 K, SO %
#7 SRHCAE BATET A

B T DAL AR T R R % o 55 0 L
SAEEZ b, SR SRR AT T AT
BUSE, I LR T R AR oy FAL e
ARV B

RS2, LTI (D, 2019
ORI ARG T IR, Ju AR
SR A R O S R s
T A PO 2 AL R
T TAT B GUI SN R e b o 5 2
R AT RO B KB 5 NI T4
M.



+ HAIE HikN HIE: 86212208 6378  MEAFHIME: wangzh@junhe.com

R HE Al iR 862122086206 HBAEHLbE: wuly@junhe.com
FAEN T HTE: 86212208 6385 HEFEHLbL: zhaoh@junhe.com
SR iy A i HiE: 862122838392 HEARHLAE: wangb@junhe.com
fid MUl FEYE: 862122838372 HEAEHLLE: nip@junhe.com

R EET LA HLE: 862122838354 HEAEHILL: lenglf@junhe.com

ARG EAFG R H IR e A SO AT A 2550 O S M 55 B AR ATk A 3 B i . S SRS 2 1S,
WOERER A B M “wwwjunhe.com”  BUESMIE AR “ESEEIFL” G5 “JUNHE_LegalUpdates”.



mailto:wangzh@junhe.com
mailto:wuly@junhe.com
mailto:zhaoh@junhe.com
mailto:wangb@junhe.com
mailto:nip@junhe.com
mailto:lenglf@junhe.com

JUNHE BULLETIN

On September 24, 2019, the Chinese
National Intellectual Property Administration,
PRC (“CNIPA”) released the Decision on
Amendments to Patent Examination
Guidelines (No. 328 Order of CNIPA)
(hereafter referred to as the “2019
Amendments”). The Decision amends the
Patent Examination Guidelines and the
amendments will come into effect on
November 1, 2019.

In response to the requirements of CNIPA to
improve the quality and efficiency of patent
examinations, the 2019 Amendments clarify
some of the unclear and unreasonable
aspects in the current Patent Examination
Guidelines (“Examination Guidelines”).
This article introduces some of the key points
of the amendments, and briefly analyzes the
impact that the amendments may have.

I.Clarification of the conditions for filing
divisional applications

With respect to the filing of a further
divisional application based on an existing
divisional application (“Further Divisional
Application”), the current Examination
Guidelines do not clearly stipulate a time limit,
which has led to different understandings of
this issue wunder the current practice.

Tol

October 9, 2019

Hence, the 2019 Amendments specify that
the time limit for filing a Further Divisional
Application should be examined on the basis
of an existing divisional application that is
rejected by an examiner on the grounds of a

lack of unity. No Further Divisional
Application can be accepted if this
application is based on a divisional

application having no unity defect.

This amendment corrects the legal loophole
of “unlimited divisions” that may occur under
the current Examination  Guidelines.
According to the current Examination
Guidelines, as long as any divisional
application of a parent patent application (the
“Basic Division”) receives an office action
raising a unity issue or a notification on filing
a divisional application (collectively referred
to as the “Notification of Unity Defect”), a
Further Division Application may be
accepted before the closing of the Basic
Division or any of its sub-divisions.
However, after the 2019 Amendments come
into effect, applicants can file a Further
Divisional Application only before the closing
of a specific divisional application, subject to
a Notification of Unity Defect. In practice,
for some patent applications such as those
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relating to a new drug, the applicants may
hope to delay the filing of a divisional
application for their important patent families
for as long as possible. When the 2019
Amendments come into effect, it may be
harder to have the opportunity of filing a new
divisional application for a long period of time.
Applicants may try to achieve this by filing at
least one divisional application with a
potential unity issue to obtain a Notification
of Unity Defect, and then file further
sub-divisions with a potential unity defect by
adopting the same strategy before the
closing of the former divisional application,
subject to a Notification of Unity Defect.

Furthermore, the 2019 Amendments also
clarify that the applicant(s) and the inventor(s)
of a divisional application should correspond
to the applicant(s) and the inventor(s) of the
application on which it is based (the “Basic
Application”). Specifically, at the time of
filing, the applicant(s) of a divisional
application or a Further Division Application
must be identical to the applicant(s) of the
Basic Application, otherwise the application
will not be accepted. The inventor(s) of a
divisional application or a Further Division
Application must be the inventor(s) or some
of the inventors of the Basic Application at
the time of filing such a divisional application
or Further Divisional Application.

Due to the above amendment, it is
recommended to check the consistency of
the applicant(s) and the inventor(s) when
filing a divisional application. In the event
where the applicant(s) of the divisional
application and/or the Basic Application will
be changed or are not the same, it is
recommended to file the divisional
applications at a nominated time, depending
on the specific circumstances of the case, to
avoid filing multiple requests to change the
applicant(s).

Il Introduction of deferred examination
and optimization of prioritized

examination

Compared with the current Examination
Guidelines, one of the highlights of the 2019
Amendments is the introduction of deferred
patent examination, which provides more
options for applicants to develop their patent
protection strategies. Specifically, the main
points concerning the provisions of deferred
examination in the 2019 Amendments are as
follows:

a) Types of patent applications entitled
to deferred examination: invention and
design patent applications.

b) When to file a request for deferred
examination: at the time of filing a
request for substantive examination for
an invention patent application, or at the
time of filing a design patent application.

c) Deferment period: one, two or three

years from the effective date of
approving the request for deferred
examination.

d) Procedures after the expiration of the
deferment period: related applications
will be added to the waiting list for

examination.

e) Exceptions: when necessary, the
Patent Office may terminate the
deferred examination before the

expiration of the deferment period and
initiate the substantive examination
process.

The introduction of the deferred examination
provides an opportunity for applicants to
defer examinations, which may give

applicants more time to consider the
protection scope of their applications,
whether to maintain their applications,

whether to file further divisional applications
and the like. In practice, applicants may
apply a strategy of combining deferred
examinations and divisional applications, so
as to reach the goal of preserving the
opportunity of filing a divisional application



for as long as possible, and having an
opportunity to argue for patentability in
different ways.

While providing the option for deferred
examination, the 2019 Amendments further
revise the provisions concerning prioritized
examinations of patent applications under
the current Examination Guidelines in
accordance with the current Administrative
Measures for Prioritized Patent Examination.
The 2019 Amendments specify that the
types of patent applications entitled to
prioritized examination are invention, utility
model and design. Moreover, according to
the 2019 Amendment, if the same applicant
files an invention application and a utility
model application for the same invention on
the same day, the invention patent
application normally will not be approved for
prioritized examination for the purpose of
saving resources of said examinations.

lll.  Adjustment to the requirements on
design applications involving
Graphical User Interfaces

The 2019 Amendments streamline the
provisions of the current Examination
Guidelines that are relevant to designs
involving graphical user interfaces (“GUIS”),
incorporate the contents related to GUI
designs into a newly added Section 4.4 of
Chapter 3, Part |, and add specific
requirements  regarding GUI  design
applications, which mainly cover the
following three aspects:

a) Product name: The product name must
indicate the primary purpose of the GUI
and the product to which it applies, and
a general description such as “graphical
user interface” should not be taken as
the product name.

b) Requirements of images: In addition to
the requirements of images as
stipulated in Section 4.2, Chapter 3, Part
| of the current Examination Guidelines,
images of a product design involving

GUI should also meet the following
requirements: i) at least one image,
including the front view of the display
screen panel of the GUI, should be
submitted if the design points only lie in
the GUI ; ii) if it is necessary to clearly
show the size, position and scaling of
the GUI in the final product, the
applicant should submit a front view of
the plane of the final product which
includes the GUI; iii) if the GUI is
dynamic, the applicant should submit
the front view of the plane including the
GUI in one state as the major view, and
the views of key frames of the GUI in
other states can serve as views of
various states; and iv) regarding a GUI
for operating a projector, applicants
should submit at least one view that
clearly shows the projector in addition to
the views of the GUI.

c) Brief description: The purpose of a
GUI should be clearly stated and
correspond to the use embodied in the
product name. If only a front view of
the display screen panel including the
GUI is submitted, all final products to
which the display screen panel including
the GUI can be applied should be listed
in an exhaustive way, and applicants
should state the display location of the
GUI in the product, any
human-computer  interactions  and
change the process of the GUI when
necessary.

The above amendments clarify the
application  requirements  for  design
applications involving GUIs, further simplify
the requirements of the images to be
submitted, and allow applicants to broaden
the protection scope of the final products that
have GUIs, by listing in a brief description all
the final products where the display screen
panel, including the GUIs, applies.

IV. Clarification of the conditions for



interviews with examiners and the
relaxation of constraints on
telephone discussions

To increase the efficiency of communications
between examiners and applicants, the 2019
Amendments clarify the conditions for
face-to-face interviews with examiners, and
relax the constraints on telephone
discussions with examiners under the
current Examination Guidelines.

Regarding face-to-face interviews with
examiners, the 2019 Amendments remove
two conditions for initiating an interview in
the current Examination Guidelines. In
particular, applicants no longer have to
request an interview only: (i) after the
issuance of the first office action; and (ii) at
the time of or after a response to the office
action. When the amendments become
effective, examiners and applicants can
initiate a meeting at any time during the
substantive examination proceedings.
Moreover, the principle of holding a meeting
is specified as “being advantageous for
clarifying issues, eliminating discrepancies
and promoting understanding”. However,
examiners can refuse to meet with applicants
if “the opinions of both parties have been
fully presented and relevant facts are clearly
determined by writing, telephone discussions,
etc.” under the 2019 Amendments.

For patent applications involving complicated
technical solutions, meeting with examiners
can provide applicants with an opportunity to
demonstrate or explain the technical
intricacies of inventions to the examiners.
On the one hand, this helps examiners to
understand an invention more accurately
and compare it with the prior art. On the
other hand, it is beneficial for applicants to
understand examiners’ opinions on relevant
facts and legal issues. Applicants with
complicated applications may consider filing
a request for an interview meeting at an early
stage of the substantive examination

proceedings to expedite the examination.

In terms of telephone discussions, the 2019
Amendments expands on the scope of
discussions via telephone, which is no longer
limited to “solving problems regarding minor
and non-misleading formality defects”.
Instead, applicants may set up a telephone
discussion  with  examiners on the
understanding of the invention and the prior
art and the problems that exist in the
applications, which will improve the efficiency
of examinations. By adding the
communication means, such as video
conferences, e-mails and the like, the 2019
Amendments provide the option for more
communication channels for applicants and
examiners.

What should also be noted is that applicants
should submit a formal written document for
the amendments agreed by the examiner in
the meeting or the telephone discussion,
unless the amendments fall within the scope
of the examiner's ex officio modification.

V. No exclusion on applications
relating to Human Embryonic Stem
Cell Technology solely on the
grounds of non-compliance with
Article 25 of the Patent Law

In the 2019 Amendments, inventions related
to the use of human embryos to obtain stem
cells will no longer be excluded from the
scope of patentable subject matters. The
2019 Amendments specify that “for
inventions relating to stem cells isolated or
obtained from human embryos within 14
days after fertilization that have not
developed in vivo”, such inventions should
not be rejected on the ground of “violating
social morality”. This means that, after the
2019 Amendments come into force, patent
applications related to human embryonic
stem cell technology may have the chance to
be granted patent rights, which is valuable to
biopharmaceutical companies in need of
protection for stem cell related technologies.



VI. Clarification that technical effects
should be those achieved in the
claimed invention under
examination when evaluating
inventiveness, and the requirements
on evidence when citing common
knowledge

The 2019 Amendments clarify that in the
examination  of inventiveness  when
identifying the technical problems solved by
an invention in accordance with the technical
effect achieved by the distinguishing feature
of the invention with respect to the reference
documents, the technical effect should be
that achieved “in the claimed invention”,
rather than any other technical effects that
the distinguishing feature can achieve. The
2019 Amendments also emphasize that “for
technical features that functionally support
each other and have an interactive
relationship, the technical effect achieved by
such  technical features and their
relationships in the claimed invention should
be considered as a whole”. In fact, this
principle has been applied in practice, for
example, in the Decision of Reexamination
No. 133119 issued by the Patent
Reexamination Board of CNIPA (Note: This
case was considered as one of the “Top Ten
Patent Reexamination and Invalidation
Cases in 2017”, which involved the invention
patent No. 201310113848.0.). This
amendment will facilitate the application of
the principle more uniformly by examiners.

In addition, the 2019 Amendments also
specify that common knowledge cited in an
office action normally needs evidence for
proof. If the applicant objects to the
common knowledge cited by the examiner,
the examiner should provide corresponding
evidence as proof or explain the reasons. If
the examiner deems that the technical
feature in the claims contributing to solving
the technical problem belongs to common
knowledge, he or she usually should provide
relevant evidence as proof. The 2019

Amendments regulates the citation of
common knowledge during the examination
proceeding.

VII. Requirements for the petitioner for
invalidation to specify the primary
combination among multiple
combinations of evidence

The 2019 Amendments clearly stipulate that
when citing multiple evidence in a request for
invalidation, the primary combination
should be first compared with the claims,
and focus on the key points. When the
2019 Amendments come in to effect, the
petitioner that requests for invalidation can
still submit multiple sets of evidence, but the
primary combination should be placed at the
beginning. In practice, such rules have
been generally followed by the Patent
Reexamination and Invalidation Department
in oral hearings for invalidation cases.
Therefore, such amendments will only have
a limited impact on future patent invalidation
practices. But in the future, for invalidation
cases, petitioners should carefully consider
the wvarious possible combinations of
evidence before filing a request for
invalidation and put the combination with the
highest likely success rate at the forefront,
and state in most detail the opinions of the
petitioner.

In addition to the amendments described
above that may affect the practice of patent
application, the procedures for the
examiner's search are also specified in the
2019 Amendments, and the requirements for
the transfer documents or the qualification
documents in the procedure of patent
assignment are also added.

In summary, compared to the current

Examination Guidelines, the 2019
Amendments provide applicants with more
options, allow applicants to apply for
prioritized  examinations or  deferred

examinations based on their actual needs,
relax the constraints on meetings and



telephone discussions between applicants technologies involving human embryonic
and examiners, clarifies the application stem cells.

requirements for design patent applications

involving GUIs, and broadens the scope of

patentable subject matter to include specific
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